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FOREWORD 


Information obtained by this subcommittee shows that the most 
frequently occurring reason for the invalidation of patents is the 
presentation to the courts of prior art which was not considered by 
the Patent Office at the time the patents were issued. The present 
efforts of the Patent Office to bring about a modernization of its 
classification system as the first step in making prior art readily 
available to examiners are to be commended. 

Among the possible solutions to this problem is the adoption of an 
opposition proceeding under which prior art pertinent to a particular 
application would be brought to the attention of the Patent Office 
before the patent is finally issued. Many believe that such a pro- 
ceeding, if containing adequate safeguards against misuse, would be 
a sound improvement that would serve a twofold purpose: (1) it 
would strengthen the presumption of validity of patents thereafter 
issued, and (2) the public would be better protected against the 
issuance of invalid patents than it now is. 

The experiences of other countries with such proceedings should, 
of course, be carefully studied before considering similar procedures 
here. To this end, Mr. P. J. Federico, examiner in chief of the 
Patent Office, has prepared this study at the request of the subcom- 
mittee. Mr. Federico’s long service in the Patent Office, his many 
contributions to legal and other periodicals on the subject of patents, 
and his recognized position as an authority on patent procedures and 
systems, both in this country and abroad, eminently qualify him for 
the task at hand. 

In publishing this report, it is important to state clearly its relation 
to the policies and views of the subcommittee. We point out here, 
as we have in other studies in this series, that the views expressed by 
the author are entirely his own. The subcommittee accepts, and 
welcomes, the report for consideration and study, but its publication 
in no way signifies or implies acceptance or approval by the subcom- 
mittee or its members of the facts, opinions, or recommendations 
contained in it. Such publication does, however, testify to the sub- 
committee’s belief that the report represents a valuable contribution 
to the literature concerning the patent system and its operation, and 
that the public interest will be served by its publication, distribution, 
and consideration. 

JosrepH C. O’Manoney, 
Chairman, Subcommittee on Patents, Trademarks, and Copy- 
rights, Committee on the Judiciary, United States Senate. 

JANUARY 2, 1957. 


Itt 











CONTENTS 


Page 
i el isl cnibenenenneneeeaial 1 
ey Ce ee ee Laiemesnonnaaees 3 
Revocation of patents in the British Patent Office. -_............-.-.-- 6 
ee eo ple uddawbbaudundeudeocacsesces 7 
I Ry ee i ep owetiabokenectwass s 
Revocation or nullification of patents in Germany --_.............-..-.-- 10 
a Re ee pebnenanoe 12 
cs a edmekeabecosmedec 12 
RD ee Wee CE IDS o odin oc a bend cbs ccc ce ecccccscuces 13 
Prapaenis ta the Vatied Gemeees oo i 5 on on ewe esses cc ccedce esac 15 


PUBLICATIONS OF THE SUBCOMMITTEE 


PaTENT StTupDIEes 


No. 1. Bush, Proposals for Improving the Patent System (1956). 

No. 2. Frost, The Patent System and the Modern Economy (1956). 

No. 3. Patent Office, Distribution of Patents Issued to Corporations, 1939-1955 
(1956). 

No. 4. Federico, Opposition and Revocation Proceedings in Patent Cases (1957). 


OTHER PUBLICATIONS 


Hearings, American Patent System, October 10, 11, and 12, 1956. 
Report, Review of the American Patent System (S. Rept. No. 1464, 1956). 


Vv 








OPPOSITION AND REVOCATION PROCEEDINGS IN 
PATENT CASES 


INTRODUCTION 


Opposition and cancellation proceedings in the Patent Office are 
known in the United States in connection with trademark cases. 
When an application to register a trademark on the Principal Register 
is found allowable by the examiner, the mark is published in the 
Official Gazette. Within 30 days (subject to extension) after this 
publication, any person having the necessary standing may file a 
notice of opposition and be heard. After a registration is issued any 
person having the necessary standing may petition to cancel the regis- 
tration. There is no time limit for cancellation in the case of regis- 
trations on the Supplemental Register and registrations under the 
old law which have not been republished under section 12 (c) of the 
Trademark Act of 1946; with respect to registrations on the Principal 
Register under the act of 1946 and old registrations which have been 
republished there is a time limit of 5 years except as to certain grounds, 
such as abandonment, fraud, ete. Any ground upon which registrations 
could be refused or held invalid if granted can be raised in an opposition 
or cancellation. The procedure in both proceedings is similar. The 
initial pleading, the notice of opposition or petition to cancel, is filed 
in duplicate and a copy sent to the respondent by the Office. There is 
a time within which the respondent must file an answer and thereafter 
times within which each party may present testimony. An oral hear- 
ing is held before an examiner who decides the case. From the deci- 
sion of the examiner there is an appeal to the Commissioner of Patents, 
whose decision may be reviewed by the courts. Oppositions are filed 
in about 7 percent of trademark applications published for opposition, 
and petitions for cancellation are brought against about 1.2 percent of 
registered trademarks. 

Many countries have such proceedings in the Patent Office in 
connection with patent cases. Trademark oppositions and cancella- 
tions in the United States have been first mentioned for the similarity 
in form, but the reasons for having them in patent cases would not 
necessarily be entirely the same as the reasons in trademark cases. 

Considering only the 23 countries which have issued more than 
about 1,000 patents a year in recent years, 10 do not have oppositions; 
these are Argentina, Belgium, Canada, Czechoslovakia, France, Italy, 
Mexico, Spain, Switzerland, and the United States. Oppositions are 
found in Australia, Austria, Brazil, Denmark, Germany, Great 
Britain, Hungary, Japan, the Netherlands, New Zealand, Norway, 
Sweden, and the Union of South Africa. Remarks made here are 
limited to the countries mentioned.’ 

1 Summaries of the patent laws of all countries, which indicate the presence or absence of opposition and 
tion proceedings in the Patent Office, giving a few details, are found in Manual for the Handling of 


cancella 
Applications for Patents, Designs, and Trade s Throughout the World, published by Octrooibureau 
Los en Stigter, Amsterdam, 1936, a looseleaf book which is kept up to date by substitute and added pages. 


1 
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There is no necessary relation between the absence of an examina- 
tion system of issuing patents and the presence of oppositions. In 
Belgium, France, Italy, Spain, and Switzerland, where patents are 
issued without examination for novelty, there are no oppositions. On 
the other hand, countries such as Germany, the Netherlands, and 
Sweden, which have strong examination systems, also have oppositions, 
and the other countries mentioned as having oppositions also have ex- 
amination systems, although in a few it sar he nominal. As far as the 
countries which have been mentioned are concerned, oppositions are 
not used as a substitute for the examination system of granting patents 
since those which do not have examination also do not have opposi- 
tions. The opposition then serves to supplement and check the 
examination system, rather than to replace it, and is generally regarded 
as part of the examination system. This fact is illustrated by the 
new patent law of Switzerland which came into effect on January 1, 
1956. Under the prior law there are no provisions for examination of 
applications or for oppositions. The new law contemplates intro- 
duction of the examination system by installments and the Federal 
Council is at present authorized to institute examination with respect 
to applications filed for subject matter in two classes only. Opposi- 
tions are provided for as a step in the examination and there will still 
be no oppositions with respect to the applications in the unexamined 
classes. The existence of opposition procedure in countries having 
the examination system of granting patents is a recognition of the 
fact that ex parte examination cannot be complete and perfect, and 
the interested public is given an opportunity to participate in the 
prevention of the issuance of invalid patents. 

The procedure in the oppositions has some general resemblance to 
the procedure in oppositions in trademark cases here. When the 
Patent Office has finished its examination and determined that it will 
allow the patent, a notice is published in the official patent journal of 
the country. At this time the application becomes open to public 
inspection and obtaining of copies; in a few countries the entire 
specification is available in printed form. Within a specified period 
members of the public may oppose the grant of the patent. The 
periods allowed vary from 8 weallate 4 months in different countries, 
with a few permitting extensions. The grounds upon which an 
application can be opposed are in general the same as the grounds 
upon which a patent can be refused or invalidated. Some details 
concerning these proceedings in a few countries will be given. 

Proceedings before the Patent Office to revoke or cancel a patent 
are not as common as opposition proceedings. They are found in 
Austria, Germany, Great Britain, Japan, Mexico, New Zealand, and 
the Union of South Africa, with time limits in some: cases (Great 
Britain, 1 year; Japan, 5 years; Mexico, 5 years in certain cases; New 
Zealand, 1 year). These proceedings serve the purpose of extending 
the opposition period, of providing a method of adjudicating the 
validity of a patent which is in general cheaper and quicker than a 
proceeding in court would be, and in some countries constitute a 
substitute for proceedings in court insofar as adjudication of the 
validity of a patent is concerned. 

In all of the foreign countries which have been mentioned, except 
Austria, Germany, Japan, and Mexico (which have revocation actions 
in the Patent Office), it is possible to institute an action in court to 
revoke or cancel a patent, 
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OPPOSITIONS IN ENGLAND ” 


When the examination of an application for patent has been com- 
pleted and the application is found allowable, the application (com- 
plete specification) is “‘accepted,”’ which is the word used in England 
equivalent to ‘allowed’’ used in the United States. A notice is sent 
to the erprionns and an entry appears in the Official Journal (Patents) * 
stating that the application has been accepted and specifying a date 
on which the application will be open to public inspection. 1is date 
is somewhat later than the date of the Official Journal in which the 
notice appears. The Official Journal has a section with the heading 
“Complete Specifications Accepted” and some paragraphs of ex- 
planation, the first two (taken from the issue for June 8, 1955) reading: 


The applications in the following list and the specifications 
filed in pursuance thereof will be open to public inspection on 
August 3rd, 1955, and this date will be the date of the pub- 
lication of the complete specifications for the purposes of the 
Patents Act, 1949 (see Section 13 (3)). 

Any person interested may give notice of opposition to the 

ant of a Patent on any of the applications included in the 
ist by filing Patents Form No. 12 at any time within three 
months after the date given above. 


The listing gives the applicant’s name, title of the invention, filing 
date, serial number, and a number which will be the patent number. 
The date on which the application is open to public inspection is 
referred to as the publication date of the application. Printed copies 
of the specifications are available on the date of publication. The 
heading in the Official Journal from which the two paragraphs have 
been quoted concludes with the following paragraph: 


Printed copies of the specifications will be on sale at the 
Patent Office, 25, Southampton Buildings, Chancery Lane, 
London, W. C. 2, on the SS akensainanats date, or as soon as 
possible thereafter; price 3s. Od. per copy (including 
postage). 


These are the printed copies which are received in the United States 
Patent Office and referred to as patents; they are not yet patents and 
a few will never be. 

The patent rights of the —— begin on the date of publication 
rather than on the date of the granting (sealing) of the patent, i. e., 
the remedy against infringers begins with the date of publication. 
However, an infringement suit cannot be instituted until after the 
patent has actually been sealed, although recovery can be had back 
to the date of publication. Such a provision protects the applicant 
to a large extent against delays due to an opposition. Since a British 
patent expires 16 years from the date of the filing of the complete 
specification, its expiration date would not be affected by any delays 

ue to oppositions. 
? An annotated edition of the British patent statute hes been published by the Chartered Institute of 
Patent Agents, The Patents Act, 1949. don, 1950. The two most recent texts on British patent law 


are ana Shelley on Paten ninth edition, London, 1951, and Patents for Inventions, by T. A. Blanco 
Gun second edition, London, 1 which give fuller details on the legal aspects of opposition and revoca- 


t This ie the oficial publication of the British Patent Office hich corresponds to the Official G { 
0. Ww. tte 
the U. 8. Patent Office. ests 


85296—57——_-2 
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A period of 3 months from the date of publication is allowed within 
which any person interested may oppose the grant of the Ector. 
The period of 3 months cannot be extended. Oppositions are limited 
to “any person interested” and the opposer must show some reason 
peculiar to himself to entitle him to oppose. The field perhaps cor- 
responds in a general way to that under our own Trademark Act, 
which limits oppositions to “any person who believes that he will be 
damaged.”’ The opposer must have a real, definite, and substantial 
interest, such as an actual manufacturing or trading interest in the 
subject matter, ownership of a prior filed patent claiming the same 
invention, or be a person from whom the invention has been unlaw- 
fully derived. 

The notice of opposition must be made on a prescribed form stating 
the ground or grounds on which the opposer relies, and be accompanied 
by a statement in duplicate setting out fully the nature of the op- 
poser’s interest, the facts upon which he relies, and the relief which 
he seeks. The Patent Office sends a copy of the notice of opposition 
and of the accompanying statement to the applicant. The applicant 
has 6 weeks within which to file an answer, called a counterstatement, 
setting out fully the grounds upon which he contests the opposition, 
and must serve a copy on the opponent. Within 6 weeks from the 
receipt of the answer, the opposer may file evidence in support of his 
case, serving a copy on the applicant. Within 6 weeks from the 
receipt of the opposer’s evidence or from the expiration of the time 
within which it might have been filed, the applicant may file evidence 
in support of his case, serving a copy on the opponent. The opposer 
may thereafter, within 6 weeks, file rebuttal evidence. On the com- 
pletion of the evidence there may be an oral hearing of the case at the 
request of either party and the case is thereupon decided. 

he evidence which is filed is in the form of affidavits and the case 
is ordinarily decided on the exhibits (prior publications, patents, etc.) 
and the affidavits. The Comptroller has the power to compel the 
attendance of witnesses and hear the evidence orally, but it is not the 
practice to do so. Either party may request that the witnesses on 
the other side attend the hearing for the purpose of cross-examination 
but this is not often done. The majority of cases are terminated 
without trial. 

Proceedings are not conducted by the Comptroller himself but he 
is usually represented by one of a group of senior officials of the Patent 
Office known as superintending examiners. These officials, of whom 
there are six, have functions corresponding somewhat to those of 
supervisory examiners (in having supervisory jurisdiction over a num- 
ber of examining divisions) and examiners in chief (in having in effect 
some appellate jurisdiction over examiners) in the United States 
Patent Office. 

The opposition may be sustained in whole or in part or not sustained 
at all. If there is anything novel and patentable in the case it is the 
practice to give the applicant an opportunity to amend the claims 
and the description. 

Amendment of the notice of opposition may be permitted and leave 
may be obtained to file additional evidence. Since the application is 
still pending, additional references may be cited by the Patent Office; 
the Office has the power to refuse the patent apart from the opposition 
proceeding. 
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From the decision of the Comptroller, either party may appeal to 
an “appeal tribunal.” This court consists of a judge of the high 
court who at the present time is a specialist patent judge. There is 
no further appeal as a matter of right, but the appeal tribunal may 
grant an applicant leave to appeal to the court of appeal when an 
opposition has been sustained on the ground of prior use or lack of 
invention. 

There is a fee of 2 pounds ($5.60) on filing an opposition and a fee of 
2 pounds for each party who attends the aie The Comptroller 
has the power to award costs which may be enforced by a rule of court. 
A foreign opposer may be required to deposit security for costs. 

The grounds upon which an application may be opposed include 
desetieally every ground upon which a patent may be held invalid; 
some of the grounds listed in the statute are repeated here, but not 
in the language of the statute. 

1. Anticipation by a description in a patent or publication dated 
prior to the filing date of the application. Patents over 50 years old 
do not constitute bars and are not used. 

2. Prior use in Great Britain. Prior secret use is not a bar. 

3. Lack of invention over the prior art. 

4. Lack of subject matter falling within the statute. 

5. Insufficient description of the invention. 

6. That the invention is claimed in a copending prior filed British 
application. 

7. That the applicant, or the person named as the inventor, obtained 
the invention from the opposer or from a person of whom he is the 
personal representative. This ground amounts to the charge that 
the applicant has stolen the invention from the opposer. The opposer 
may file an application of his own and if he succeeds in the opposition 
he is given the benefit of the filing date of the opposed application. 
This ground is not available to foreigners. 

The opposition may raise questions which cannot be considered by 
the Patent Office itself during the course of the ex parte examination. 
The opposer may bring in prior art such as foreign patents and printed 
publications which the Patent Office does not ordinarily search, and 
may raise the question of prior use, which no patent office pretends 
to search. The question of invention over the prior art, which the 
examiners are not allowed to raise ex parte during the examination, 
may be raised by the opposer. 

he following tables list the numbers of oppositions which were 
filed during two 5-year periods, 1935-39 and 1950-54.‘ 

4 These , a8 well as those given in the next section relating to revocations, are given in the annus! 

reports of Patent Office which are published in separate pamphlets; the report for 1954 has the title 


“Seventy-first Report of the Comptroller-General of Patents, Designs and Trade Marks, with Appendices, 
for the Year 1954,” other years have a similar title. 
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Great Britain—Oppositions 





The number of applications accepted each year in Great Britain is 
not given in the annual reports and consequently the number of 
patents issued is listed instead. It is noted from the table that during 
the early period the proportion of oppositions amounted to 1.6 percent 
of the patents issued and during the later period to 1.1 percent. 
The table also lists the number of Eaarings which will give some idea 
of the cases decided after trial, and the number of appeals which 
were taken from decisions of the Patent Office to the court, during 
each of the years represented. 


REVOCATION OF PATENTS IN THE BRITISH PATENT OFFICE 


The British Patent Act also provides for the revocation of a patent 
by the Patent Office. At any time within 12 months after the grant- 
ing of the patent, any person interested who did not oppose the 
application may apply to the Comptroller to revoke the patent, on 
any of the grounds upon which the patent could have been opposed. 
The procedure on these petitions to revoke a patent is substantially 
the same as the procedure in the opposition proceedings. These 
revocation picnbdiiins are quite commonly referred to in England 
as “delayed oppositions” since the main difference between them 
and the opposition is that the revocation proceeding is instituted 
within 1 year after the patent is issued whereas the opposition pro- 
ceeding occurs before the patent is issued. 

In the revocation proceeding the Comptroller may revoke the 
patent completely or may in effect revoke it partially by requiring 
that the patent be amen ed as directed (amendments of a patent in 
Great Britain correspond to disclaimers or narrowed reissues in the 
United States). The decision of the Comptroller is appealable to the 
appeal tribunal. There is a further appeal to the court of appeal in 
those cases in which the decision is that the patent is to be revoked; 
this is the only difference from the procedure in oppositions. 

Following is a table of the number of ‘revocation p 
instituted in England during the years 1935-39 and 1950-54. 
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Great Britain— Revocations 


Year Patents Revocations | Revocations | Hearings 
issued filed terminated 








The proportion of petitions for revocation is very small, being only 
about two-tenths of 1 percent of the patents ies. 

As has been stated, revocation of a patent can be sought in the 
| British Patent Office only during the first year after the patent is 
| issued. The British statute also provides for an action to revoke a 
patent to be begogat in the court at any time by an interested person, 


and also provides for the filing in an infringement suit of a counterclaim 
to revoke the patent. Invalidity of the patent may also be raised as a 
defense in an infringement suit without bringing a counterclaim for 
revocation. The published reports ° of decisions in patent cases during 
the 5 years 1950—54 contain court decisions involving the validity or 
infringement of only 17 patents; 16 were in infringement suits, in 11 of 
which counterclaims for revocation were filed, and 1 was an inde- 
pendent action for revocation of the patent. The results in these cases 
were: 5 patents were held valid and infringed, 4 patents were held 
valid but not infringed, and 8 patents were held invalid. 


GERMAN Y——PRELIMINARY 


Before discussing the oppositions and nullification proceedings in 
Germany, something must frst be said concerning the situation of the 
German Patent Office after the war.® 
The German Patent Office, in Berlin, ceased operating early in 1945 

and thereafter applications could not be filed nor were any proceedings 
conducted in connection with applications previously filed. Nothin 
was done until October 1, 1948, when “‘filing offices’ were established 
in Darmstadt and Berlin. These offices were merely for the purpose 
of filing applications to obtain a filing date, and nothing was done 
with the applications. (The United States has accepted these ap- 

lications as regular applications for patent for the purpose of obtain- 
ing priority dates.) The German Patent Office itself was reestablished 
in Munich on October 1, 1949, for the area of the Federal Republic 
of Germany. In order to get the Patent Office open and beginning 
to function it was necessary to temporarily abandon the examination 
system of granting patents. Applications filed in the temporary 
filing offices and transferred to the regular Patent Office, old ap- 

5 Reports of Patent, and Trade Mark Cases, London, vol. 67 et ae. 


® See Status of Patent and Trade-Mark Laws in Germany, Journal of the Patent Office Sostety. vol. 32, 
—" p. 357, and Patent System— Reestablished for Germany, by Victor L. Billings, ibid., July 1950, 
p. 
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plications which had been filed before the Patent Office closed and 
which were reinstated, and new applications filed in the reopened 
office up to a certain date, were to be processed without any examina- 
tion as to novelty and invention, and patents issued, though subject 
to opposition. ccdasiinn of applications was not resumed until 
January 1, 1952, and then only in connection with applications filed 
thereafter. Up to January 1, 1952, there were 266,652 applications 
(61,002 filed in the filing offices, 83,628 reinstated old applications, and 
122,022 new applications filed in the reopened office), and these were 
not subject to examination. 


OPPOSITIONS IN GERMANY’ 


When the application for patent is considered allowable by the 
examining section of the patent office, the application is published in 
the official patent journal, the Patentblatt. With this publication, 
the patent rights become provisionally effective and recovery can be 
had from infringers, provided the patent actually issues. As in 
England, this protects the applicant and, also, opposition delays do 
not affect the term of the patent as it will expire 18 years from the 
filing date of the application. 

The publication in the official journal is not a printed publication 
of the application but is only a publication of a notice. This notice 
gives the name of the inventor, the title of the invention, the classifi- 
cation of the application, and the filing date. The listing in the 
Patentblatt has a preliminary paragraph reading as follows: 


For the objects stated the parties hereinafter mentioned 
have applied for the granting of a patent on the day indicated. 
The applications will be laid open to inspection by anyone in 
the Exhibition Hall of the Patent Office in accordance with 
section 30, para. 5, of the Patent Law, from the day of this 
announcement for a period of 3 months. With the announce- 
ment there becomes effective the legal force of a patent for 
the time being (Section 30 of the Patent Law). 


Simultaneously with the publication, the patent application is 
open for public inspection at the Patent Office and copies may be ob- 
tained. Prior to September 1955, only photographic or photostat 
copies could be obtained, but since September 1955 the specification 
and drawings have been printed, and these printed copies may be 
purchased. i 

Within 3 months after the publication any person may raise an 
objection to the granting of the patent. The statute specifically 
states “any person,” and there is no limitation on who may oppose, 
as is the case in Great Britain (except as to a certain ground as will 
appear later). 

The opposition must be submitted in writing and state the grounds 
relied upon. The majority of oppositions ore Hsnedd upon the ground 
of lack of novelty of the invention by reason of prior printed publi- 
cations or prior public use. If the opposition is based upon the claim 


1 The legal literature on patent law is quite voluminous in German Tworecent books are Patentgesetz 


und Gesetz Betreffend den Schutz von Gebrauchsmustern, by Dr. Kauard Reimer, 3 vols., 1949-55, 
Patentgesetz und Gebrauchmustergesetz, by Dr. Rudolf Busse, Berlin, 1956. The formeris by ast 
dent of the German Patent Office and the latter by a high official of the Patent Office. An article by 
r. Rudolf Busse, Procedure and Practice in the German Patent Office, appears in the Journal of the 
Patent Office Society for October 1956, pp. 683-704. 
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that the applicant has derived the invention from the opposer, only 
the person injured may oppose; in this situation the opposer may file 
an application of his own if he succeeds in the opposition and be given 
the benefit of the date of the opposed application as the date of his 
own application. With the filing of the opposition, jurisdiction of the 
application passes from the examining section to the patent section 
which handles the oppositions. The patent section, in considering a 
case, consists of 3 members, 2 of whom are technical members who 
also function as part of the examining section. 

Details of the procedure followed are not specified in the statute, 
which merely provides that the patent section may summon and hear 
the interested parties and order the examination of witnesses. A 
hearing is held only if applied for and granted. A record is kept of the 
hearing and the examination of the witnesses. 

The Patent Office has the authority to assess costs against either 
of the parties. 

The decision of the patent section is appealable by either party. 
This appeal is to an appeal board, which consists of three members, 
and its decision is final There is no recourse to the courts from the 
action of the Patent Office. 

Following are some statistics relating to oppositions.’ The figures 
in parentheses are estimates. 








Germany—O ppositions 
Year Applications |Published for} Applications | Rejected after 
filed opposition opposed publication 

Ti cediitnatingansishondoonntabupesapataaianniniad 53, 592 19, 775 (3, 400) 1, 870 
Fe deshaten thks wh vnticidadwoe abhine otebichinetteaiians 56, 163 19, 922 e 400) 1, 577 
I iininsera cin i a 57,139 17, 782 3, 000) 1, 310 
Pppadess secapacccntcbscdensntlatolveutsaiens 56, 217 17, 964 (3, 000) 1, 700 
SO hik bo hp wohl otieg 0 pean ah iii odes 47, 555 18, 767 (3, 200) 1,612 
Webeh is. J. a Ae 270, 666 94, 210 (16, 000) 8, 060 
eS SS ae SS 
Peiceihacacstccovcacoucssamssnngeeepeccksante 53, 375 24, 721 7, 452 1 
9 5446565 sh-cspbimaibotatns ~<hstgdsintoddased 55, 457 49, 962 16, 022 398 
Dish sapecqpegunenenginnnséatitinel nadia 58, 561 58, 997 19, 340 1, 638 
ids cittivewcsiéscccwedecuuddsdiscideonmivels 60, 202 32, 929 11, 448 2, 466 
iin cochboneépduannneamecdaenetiiamneninea 59, 317 16, 743 5, 710 2, 553 

OND S sisiden Litiintinodnthebasidsethsceenis 286, 912 183, 352 59, 972 7 


Considering only the later period first, the ratio of the number of 
applications opposed to the number of applications published for 
opposition is 32.7 percent. This proportion is very high; it is no 
doubt due to the fact that there was no examination in connection with 
most of the applications published during this period and hence may 
not be atetal Cc Germany. The number of oppositions in Germany 
is much greater than the number of applications opposed. During the 
5 years 1950 to 1954 a total of 98,603 oppositions were filed against 
59,972 applications, an average of 1.6 oppositions to each appli- 
cation opposed. 

Detailed statistics on the number of applications which were 
opposed, as distinguished from the number of oppositions filed, during 

§ Except as otherwise noted, statistics given for Germany are from statistical reports of the German Patent 
Office published annually Oo perce Beh fir Patent-, Muster-, und Zeichenwesen. These reports 


in 
~~ the number of oppositions fi not list the number of applications opposed nor the results of 
oppositions, Information on these matters has been obtained from officials of the German Patent Office. 
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the period before the war are not available, but the writer has been 
informed that the proportion of applications opposed was 17 percent. 
The numbers for the years 1935 to 1939, written in parentheses in the 
table, are estimates of the numbers of applications opposed obtained 
by taking 17 percent of the number of applications published for 
opposition and rounding off to the nearest hundred. These estimates, 
for the 5 years, total 16,000. During this same period the total 
number of oppositions filed was 51,491 and hence there was an average 
of 3.2 oppositions to each application which was opposed. The last 
column of the table indicates that the oppositions were completely 
successful against about 50 percent of the applications opposed, in the 
early period. The figures in the last column have no significance in 
the later period since the backlog of unconcluded cases built up during 
these years, starting with no cases on hand, is not known. The 
current results in oppositions are stated to be as follows: in 5 out 
of 12 cases (42 percent) the patent is denied; in 3% out of 12 (29 
percent), the opposition is partially successful; and in 3% out of 12 
(29 percent), the opposition is unsuccessful.® 

Several surprising things are evident from the figures which have 
been given, considering only the earlier period which may be more 
normal than the later period. The statement frequently heard that 
the examination in Germany is very a and strict is borne out 
by the data which show that the ratio of applications allowed to appli- 
cations filed was 34.8 percent. Yet despite this fact, oppositions were 
filed against 1 out of every 6 applications which were allowed by 
the Patent Office (of course the opposition may raise the ground of 
prior public use of the invention which would not have been con- 
sidered by the examiner). The proportion of applications opposed 
was about 10 times as great as in England where the examination is not 
as complete as in Germany and the ground of lack of invention is not 
available to the examiners, and 2 to 3 times as great as in 2 other 
countries (for which data is available and is given later in this paper) 
having an examination similar to that of Germany. This fact, and 
also the high rate of multiple oppositions against the same applica- 
tion, give some support to the complaint sometimes heard that man 
oppositions are filed as a matter of course without regard to the likeli- 
hood of success, for the purpose of harassing the applicants. This 
explanation, however, is not consistent with the high proportion of 
successful oppositions. 


REVOCATION OR NULLIFICATION OF PATENTS IN GERMANY 


The term “nullification” rather than “revocation” is usually used 
in connection with the proceedings in Germany. After a patent has 
been granted, it can only be held invalid and revoked or nullified by 
the German Patent Office. The courts have no jurisdiction to con- 
sider the question of validity in an infringement suit, which is con- 
cerned only with the construction of the patent and the question of 
infringement. If the defendant in an infringement suit wishes to 
raise the question of validity he must go to the Patent Office and the 
suit will be suspended pending the decision of the Office. According 
to the German law any person may initiate a proceeding in the Patent 
Office for determining the validity of a patent and having it revoked 
or nullified. Under the law before it was amended in 1949, the pro- 


* See the article by Dr. Rudolf Busse referred to in note7 supra. 
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ceeding could be initiated only during the first 5 years after a patent 
was granted, but this 5-year limitation has been eliminated from the 
current law. 

The application for revocation must be in writing and must state 
the facts upon which it is based. If the applicant is domiciled abroad 
he must furnish security for the costs of the patentee on the latter’s 
demand. The Patent Office fixes the amount of the security and it 
must be furnished within a specified time; otherwise the application 
is deemed to have been withdrawn. 

After the initiation of the proceedings the Patent Office notifies the 
patentee and calls upon him to file an answer within 1 month. If no 
answer is filed the proceeding may be determined at once by default. 
If the patentee answers, the applicant is notified of the answer. The 
decision is made after the summoning and hearing of the interested 
parties. The Patent Office may order the examination of witnesses, 
and may assess the costs of the proceeding in its discretion. There 
are provisions for the relief of poor persons. The cancellation pro- 
ceedings are conducted by an invalidity section which is in effect a 
court consisting of 2 legal and 3 technical members. These latter 
do not have any connection with the examining section. From the 
— of the invalidity board there is an appeal to the Supreme 

ourt. 

Following are given some tables relating to cancellation proceed- 
ings, for the periods 1935-39 and 1950-54. The first table gives 
the number of patents issued in each of the years covered, the number 
of petitions for cancellation filed, and the number disposed each year. 
The second table gives the nature of the dispositions. 


Germany—Cancellation proceedings 











Cancellations terminated 
Patents Cancel el 
Year issued tions filed 
Without Decisions Total By court 
decisions 
SO i eel 16, 139 319 120 104 24 31 
ee 16, 750 311 151 131 282 32 
SOUP usb balbiGaddnninssanioas 14, 526 264 1 151 259 47 
ne 15, 068 262 150 159 309 68 
$eBiLL Less. doc ddhnckde 16, 525 207 93 137 230 61 
WO Ee oF 79, 008 1, 363 622 | 682 | 1, 304 229 
————S—S 
le ine le eden 2, 383 51 13 0 13 0 
$95 3sd 0. - tthe do. ke 27, 767 18 4 2 0 
ete ieee 37, 179 96 29 22 51 5 
iis vkinsd ee ebadadee 37, 113 158 43 45 7 
aaiiiitcdecicusssane’ 19, 140 162 69 48 117 3 
Cet iirs ik! 123, 582 526 172 | 119 291 15 
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The ratio of actions to cancel a patent to patents issued was 1.7 

rcent in the early period, and only 0.4 percent in the later period. 

he difference in both the number and proportion when compared to 
oppositions is striking. The lower number and ratio of actions to 
revoke or cancel is also noticeable in England and in the United 
States in connection with trademarks. When both proceedings exist 
the opposition is favored as it prevents the grant a a patent in the 
first place and also, perhaps, there may be a feeling that the burden 
of proof in canceling a granted patent would be greater. 


SWEDEN 


Opposition proceedings in Sweden are in general similar to the 
German system — that the specifications are not printed at the 
time the notice is published and the period for opposing is 2 months, 
and there are a number of other differences in details; there is an 
appeal to a board of appeals in the Patent Office and the applicant 
may appeal to the court. The following statistics are presented. 





Sweden—O ppositions 
Year Applications | Published for} Applications | Oppositions 
filed opposition opposed appealed 
elder i aang bite ches chotepetpeiamedtiet 11, 184 3, 928 208 40 
SLSR EEELE Saad dnatticeus bach barns speek aaeabad 11, 243 4, 629 248 44 
ic i ndesssisnnpdbiieiiionecctebnulemeniinsNgaaaaanid 11, 369 5,114 273 44 
Pe hen cihcadbeln cutatdas Seichincdaibdadduhtaddndepart 11, 708 5, 206 371 63 
WU Eckha sncsthdsnssmcbditmmbai tiated 12, 133 5, 055 409 64 
WOUND. di. Shape tcdeimmtintaneaulaniemiiedion 57, 637 23, 932 1, 509 255 


The proportion of applications opposed is 6.3 percent. 

There are no revocation or nullity proceedings in the Patent Office, 
but any interested person may initiate proceedings against the patentee 
in court to have the patent revoked. Such actions are not common, 
only 6 having been filed during the 10-year period 1945-54. The 
defendant in an infringement suit may raise the question of the 
validity of the patent but the decision on this defense would be in 
personam only, as it is in the United States. There have been only 
40 infringement cases during the 10-year period 1945-54, in most of 
which the defense of invalidity was raised. In recent years the courts 
have found more than half of the patents coming before them wholly 
or partially invalid. 

NETHERLANDS 


The period for opposition in the Netherlands is 4 months after 
publication of the notice in the official journal and the procedure is 
generally similar to the German procedure. The following tables 
show the number of oppositions and their disposition during 4 recent 
years. 


© The information which follows has been supplied by an official of the Swedish Patent Office, 
11 These figures are from unpublished annual reports of the Netherlands Patent Office. 
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Netherlands—0O p positions 

Year Applications | Published for| Oppositions | Oppositions 
filed opposition filed terminated 
1951. | 8, 139 | 2, 286 196 168 
Wa bh ck oiled dik ceveedecdcbanbed 8, 502 2, 461 182 180 
ttre SS ainhaainiectll neaiiice .| 9, 053 2, 453 193 175 
Sets 9; 646 | 3, 393 232 240 
Roce enons | 35, 430 | 10, 593 | 803 763 
Disposition: Number 
Opposition sustained and no patent issued... -._.-_- . .. 253 
Application withdrawn_--_..............-..-.. onsite ae 

Dismissed or sustained in part and application allowed with amend- 
NS wis dob ok We os Se ee Seah b Ee es wee erent duel éni -. aig 
Ceeieeeee CNS a Colt orauss oe ee oes feu. ¥ 40 
- Grteeine Cine ok 5 on bs eins Sd a ~ce cd oc ee- atte coil cebhs > Maan 
Opposition dismissed but application reje seted ex parte Re nthe a 16 
ROE Db cic Sa cuits dclewese es as ; 76: 3 


The proportion of applications opposed is 7.6 percent. 

The second part of the table shows that out 7p the 763 applications 
opposed, patents were not issued in 395 cases, or 51.8 percent, and 
the patents were issued in amended form in 215 cases, or 28.2 per- 
cent. The examination in the Netherlands Patent Office is particu- 
ep thorough and strict, note that the figures given in the first part 

f the table show that the ratio of applications « lowed to applications 
Bled was 30 percent, yet even here, as in Germany, the results pro- 
duced by oppositions are high. 

There are no proceedings to revoke a patent in the Patent Office. 
Any person may institute an action in court to annul a patent, within 
5 years from the date of the patent, except that there is no time 
limit in the case of an action brought by the prior patentee on the 
ground of prior patenting in the Netherlands. 


ANALOGIES IN UNITED STATES PRACTICE 


The opposition and cancellation proceedings in trademark cases in 
the United States have been mentioned aid it is seen that the practice 
in a general way is similar to the practice in opposition and revocation 
proceedings in the patent offices of some foreign countries. There 
are also a few aspects of the practice in our patent cases which have 
been sometimes commented upon as similar or analogous to opposition 
proceedings. 

Interferences in the United States patent practice are sometimes 
referred to as similar to opposition proceedings. This is true only in 
a very limited respect. An interference between pending applica- 
tions is a contest instituted by the Patent Office for the purpose of 
determining which of the two applicants seeking a patent for the 
same invention is the first inventor and entitled to receive the patent. 
Between 1 and 2 percent of applications become involved in an 
interference. In a very broad way it may be considered that the 
applicant who has filed his application last is opposing the issuance 
of a patent to the other applicant, on the snes ground that he is 
the first inventor and entitled to receive the patent. Such a ground 
of opposition does not exist in the countries which have been men- 
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tioned as having opposition proceedings since the right to a patent 
is determined solely by the filing or priority dates to which the appli- 
cants are entitled and testimony as to when an invention was made 
is irrelevant. In a very small proportion of interferences the issue is 
what is referred to as “originality,’”’ one party claiming that he in 
fact made the invention and that the other party copied or derived 
the invention from him. This issue can arise in opposition proceedings 
in foreign countries, as has been mentioned under England and 
Germany. 

When the interference is between a pending application and an 
issued patent it may be said in a broad way that the applicant is 
seeking to have the patent or the claims of the patent involved revoked 
or nullified on the ground that he is the prior inventor and entitled 
to receive a patent. By operation of title 35, United States Code, 
section 135, final judgment in the interference adverse to the patentee 
constitutes a cancellation from the patent of the claims involved. 

During the early stages of an interference either party, with some 
exceptions, may bring a motion to dissolve the interference on the 
ground that the claims involved are unpatentable, either unpatentable 
generally or unpatentable to his opponent, on a variety of different 
grounds not involving testimony of witnesses. These motions are 
decided separately from the question of priority and there is no appeal 
from the ruling of the examiner except that an applicant who did not 
bring the motion may be in a position to appeal ex parte a ruling of 
unpatentability, after the interference is over. The moving party in 
the case of such a motion is in effect opposing the grant of a patent to 
his opponent on the grounds alleged; he is given a right to be heard, 
but no right to appeal. There are no recent statistics on the number 
and proportion of such motions which are brought in interferences, 
but a sample counted some 10 years ago showed that in 100 inter- 
ferences, motions to dissolve for unpatentability were brought in 31 
of the interferences and were successful in whole on in part in 42 
percent of the interferences in which they were brought. 

Public-use proceedings under Patent ce Rule 292 have some 
aspect of an opposition proceeding but these public-use proceedin 
are rare, averaging not more than 1 or 2a year. They are not avail- 
able to the public generally, and the procedure followed is such as to 
discourage them.’* The occurrence of a public-use proceeding is 
rather fortuitous since information wayne | pending applications 
is not available from the Patent Office (35 U. 5. C. 122), most which 
have occurred following an interference between the same parties. 

12 This rule reads as follows: 

“Rule 292. Public use proceedings.—(a) When a petition for the institution of public-use proceedings, 
supported by affidavits, is filed by one having information of the pendency of an application and is found, 
on reference to the primary examiner, to make a prima facie showing that the invention involved in an 
interference or claimed in an application believed fo be on fi had been in public use or on sale one year 
before the filing of the application, or before the date alleged by an interfering pay in his preliminary 
staternent or the date of invention established by een a hearing may be had before the Commissioner 
to determine whether a public-use proceeding be instituted. If instituted, times may be set for 
taking testimony, which shall be taken as provided by rules 271 te 286. The petitioner will be in the 
+" pe the amanda cammaatmaapiiabaitd be heard further in the prosecution of the application for 
ble Stloruey or agent ef record, and petitioner should oder to beat ony eapenes to whieh the Oflee mony bs 
put in connection with the ing.” 


18 See Charles W. Rivise and A. D. Caesar, Public Use Proceedings, Journal of the Patent Office Society, 
vol. 23, September 1941, p. 637. , 
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Patent Office Rule 291 ** refers to protests to the grant of a patent. 
Occasionally someone who has heard of a pending application (for 
example, if the applicant has marked articles sold by him with a 
“patent pending” notice, the public would know that there was an 
application for patent on file) may write to the Patent Office urging 
that a patent should not be granted. Such letters, of which there 
may be about 2 dozen a year, are merely acknowledged and filed, 
after having been referred to the examiner having charge of the par- 
ticular subject matter for his information. If such a letter refers to 
prior printed publications or prior patents, the examiner will make a 
note of them to use if pertinent. 


PROPOSALS IN THE UNITED STATES 


Of the various governmentally appointed committees which have 
investigated and reported on the patent laws during the last 20 years, 
two have reported on this subject. The Science Advisory Board, 
established by the President, in 1933 appointed a committee to study 
the relation of the patent system to new industries, which committee 
reported in 1935." Thechairman of this committee was Dr. Vannevar 
Bush. The committee’s report was in part concerned with the 
problem of increasing the presumption of validity of issued patents 
and in this connection they considered the British and German 
opposition practice. The report stated that the most serious objec- 
tion to this system is that the inventor is often unduly burdened with 
the expense of a contest, which is particularly serious for the individual 
inventor without resources. The report, however, indicated that the 
benefit of the o position system is very real. They recommended as 
a compromise that “when an application is ready for allowance, it be 
published in the Official Gazette, and the submission of pertinent 
facts by interested parties invited.” The publication contemplated 
was the publication of a notice, with simultaneous opening of the 
specification and drawings to public inspection. Upon such publica- 
tion the Office would allow anyone interested, within a stated time, to 
submit facts pertinent to the application, these facts, however, being 
limited to published material such as is available in libraries or in 
other public sources. ne and affidavits would not be accepted 
and the procedure in the Patent Office would be ex parte. (If another 
pene filed an interfering application after such publication he would 

e under the same heavy burden of proof as a person who now files 
an interfering application after the granting of a patent.) No action 
seems to have been taken on this recommendation. 

At the Cleveland 1938 meeting of the patent section of the American 
Bar Association there was referred to the patent law revision com- 
mittee the question of the advisability of proceedings analogous to 
opposition proceedings." This committee reported simply, without 


“Hale 201 Protect py one ant of a ee Th ten’ gosto t ide for oppositio: he 

“Ru 8 we —The t — vide 0 ition to the grant 

ofa patent on the of the public. Protests to the. grant ofa can endinaniy merely acknowledged, 
and filed after re’ to the examiner having charge of t the oan involved for his infor- 


fe . eee lac Weaktenton was pelea in Second areas of the Science Advisory Board, September 1, 1934, to August 
1935, pp. 317-340, Relation of the Patent S to the Stimulation of New 
Industries, and at ered - the Journal S Len Patent Office Society for February 1936, vol. 18, pp. 94-109. 
% American Bar Association, tent, Trademark, and Copyright t Law, Digest of Proceedings 

of the Cleveland (1938) Meeting, p. 10. 
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discussion, that ‘“‘the committee feels that something must be done to 
strengthen patents generally but believes that the proposed opposition 
procedure is not the answer” and at the same time recommended as 
a substitute “that the section go on record as advocating a substantial 
increase in the Patent Office examining corps and the provision of such 
additional facilities as may be needed to effect more deliberate and 
thorough examination of patent applications to the end that the pre- 
sumption of validity arising from the grant of a patent may be 
strengthened.” This report was joule at the San Francisco 
1939 meeting, where it was approved. The association, however, 
voted against approving the action of the section. During the dis- 
cussion on the above resolution, a member argued in favor of publish- 
ing applications prior to grant to permit the public to call attention 
to prior art, stating that while he opposed opposition proceedings he 
favored the other; a motion to refer this subject to the appropriate 
committee was adopted. At the Philadelphia 1940 meeting, the 
proposal to publish applications before issuance in order to draw 
citations of prior art, but not for purposes of opposition, was dis- 
approved on the ground that such procedure would lengthen the time 
of pendency of applications, increase interference procedure and, in 
general, increase the cost of obtaining patents.” 

At this time there was a bill pending in Congress (H. R. 6985, 
introduced June 26, 1939) which included, among several subjects, 
that of oppositions. This was a very poorly drawn bill and its sponsor- 
ship is unknown; it was introduced by request.” The committee on 
patent law revision of the patent section of the American Bar Asso- 
ciation made a report for the Philadelphia 1940 meeting, opposing this 
bill. The committee report states that— 


publication before patent, for purposes of opposition * * * 
would add greatly to the burden of inventors and industry— 
directly counter to present demand for, and continuing effort 
made toward, minimizing inter partes disputes in the 
Patent Office and simpler, quicker, less expensive pro- 
cedure.” 


The section disapproved the particular bill.” ' 
The National Patent Planning Commission which was established 
by the President by Executive order of December 12, 1941, and was 
headed by Mr. Charles F. Kettering, considered the subject of opposi- 
tions and cancellations as a means of protecting the public interest 
in patents. In its first report the Commission pointed out that in_ 
spite of the efficiency of the classification system and examinin 
technique, the examiners are not and cannot be informed as to al 
existing facts having a bearing upon the novelty or prior use of all 
the inventions involved in pending applications. A patent may be 
and frequently is granted which would have been refused if the Patent 
” American Bar Association, Section of Patent, Trademark, and Copyright Law, Committee Reports to 
be Presented at the Annual Meeting To Be Held July 1939 (San Francisco), pp. 35-36. 
18 American Bar Association, Section of Patent, Trademark, and Copyright Law, Digest of Proceedings at 
ns ‘American Bar Association, Seetion of Patent, Trademark, and C ight Law, Digest of Proceedings at 
merican Bar Assoc on, nm of Patent, emark, an 0 ’ est 0} a 
the Philadelphia (1940) Meeting, p. 14. hee eee 
® Bills similar to this one were introduced in the 80th Cong, H. R. 2660, March 20, 1947, and the 81st Cong, 
H. R. 842, January 5, 1949. 
21 American Bar Association, Section of Patent, Trademark, and Soren Law, Committee Reports to 
be Presented at the Annual Meeting To Be Held September 1940 (Ph hia), p. 76. 


el . 76. 
2 American Bar Association, Section of Patent, Trademark, and Copyright Law, Digest of Proceedings at 
the Philadelphia (1940) Meeting, p. 76, 
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Office had been in possession of additional facts. No opportunity is 
afforded the public for submitting pertinent facts as to novelty and 
prior use before the issuance of a patent. The Commission urged 
that there should be some provision whereby information and facts 
bearing upon the validity of the patent could be brought to the Patent 
Office, thereby giving it an opportunity to reexamine its decision to 
grant a patent and also to afford the public a full opportunity to chal- 
lenge the validity and to bring about a revocation of an improperly 
granted patent. The committee’s recommendation reads: 


The Commission recommends that opportunity be accorded 
any member of the public to challenge the validity of any 
patent in a proceeding begun within 6 months after its grant. 
The enabling legislation should specify that the failure to 
challenge within the period indicated shall not prejudice the 
rights of any person in a subsequent infringement suit. 
Cancellation proceedings should be initiated in the Patent 
Office with an appeal by either party to the Court of Customs 
and Patent Appeals. The services of an officer in the nature 
of a public defender should be made available to the 
patentee.” 


The reason for not proposing oppositions before the grant of the 
patent, instead of the recommendation made, was the time element 
since oppositions might prolong the pendency of applications. 

In this same report the Commission also proposed, as a measure 
toward uniformity, that the Patent Office be required to give advisory 
on on the validity of patents in infringement suits. This part 
of the report reads: 


The provision of a definitive yardstick for determining the 
existence of an invention is not alone sufficient. There must 
also be some assurance of a uniform application of the yard- 
stick. The validity of a patent is now passed upon initially 
by any one of almost a hundred district courts in the United 
States, by 11 different circuit courts of appeals, and occasion- 
ally by the Supreme Court. The test of invention should be 
the same and uniform whether applied in the Patent Office or 
in any one of these courts. The only divergence in opinion 
should come from a divergence of facts. If during the ad- 
judication of a patent before a district court new facts and 
evidence unknown to the Patent Office are submitted, the 
Patent Office should have an opportunity to revise its former 
opinion and to restate its conclusions on the basis of the addi- 
tional information. 

The Commission therefore recommends that whenever the 
validity of a patent is attacked in an infringement suit before 
a district court the court shall certify the record to the Patent 
Office for a report on the validity of the patent. The report 
of the Patent Office as to the effect of the court record upon 
the validity of the patent shall be advisory only. 


No action was taken on either of these recommendations. 


23 The Ame ican Patent System, Report of the National Patent Planning Commission, Washington, 
D. C., 1943, 78th Cong., lst sess., June 18, 1943, 11 pp., and reprinted in the Journal of the Patent Office 
Society for July 1943, vol. 25, pp. 455-472, 
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When the subcommittee of the House Committee on the Judici 
started its work on revising and codifying the patent laws whi 
resulted in the Patent Act of 1952, it had a preliminary draft pre- 
pared and circulated for the purpose of bringing up various pro- 
posed changes to invite suggestions, comments, and criticisms.* e 
draft included proposals relating to revocation of patents which were 
eliminated without consideration when the bill was introduced, pri- 
marily on the recommendation of a coordinating committee represent- 
ing various patent law and other associations, as it was believed that 
they would be too controversial to include in a general codification 
bill. 

The text in the preliminary draft read as follows: 


REVOCATION OR CANCELLATION OF PATENTS 


1. Revocation on motion of Patent Office-—The Patent 
Office may reconsider the grant of a patent and, on notice 
to the patentee sent within 1 year from the date of the 
patent and after opportunity for hearing, may cancel any 
claim of the patent. 

If any person notifies the Patent Office of any patents or 
printed publications not cited during the prosecution of an 
application for patent which may affect the validity of the 
patent the Patent Office shall consider such material if 
received in sufficient time for reconsideration of the grant 
of the patent provided in this section. 

2. Revocation on petition of interested person.—Any person 
interested may petition the Commissioner, within 1 year 
from the grant of a patent, to cancel the patent or any 
claim thereof on the ground — 

(a) That the invention is not new or patentable in 
accordance with the requirements of [35 U. S. C., 
secs. 100-104]; or 

(b) That the specification does not comply with the 
requirements of section [112]. 

3. Revocation on motion of the Attorney General.—The 
Attorney General may apply to the Patent Office to cancel 
a patent on the ground of fraud or misrepresentation in 
obtaining the patent. 

If in any action brought by the United States under the 
antitrust laws the defendant maintains that the actions com- 
plained of were a valid exercise of rights under a patent, the 
Attorney General may apply to the Patent Office to cancel 
the patents on any of the grounds specified in section 2, but 
the validity of the patent may not be raised in said action: 

4. Revocation during suit involving patent—In any action 
in which the validity of a patent may be Sinnidseell by the 
court, the court may require the party raising the issue of 
validity of the patent to proceed to seek revocation of the 
patent before the Patent Office, within such time as the 
court may designate. The Patent Office, in such proceeding 
shall consider any evidence in the action which may be 


% Proposed Revision and Amendment of the Patent Laws, Preliminary Draft with Notes. Printed for 
the use of the Committee on the Judiciary, House of Representatives, Government Printing Office, 1950. 








OPPOSITION AND REVOCATION PROCEEDINGS IN PATENT CASES 19 


certified to it as well as any evidence produced before it. 
Upon failure to initiate proceedings within the time speci- 
fied, the party in default may not question the validity of 
the patent in the action. 

5. Requirements for petition.—Any petition for cancella- 
tion must be in writing and verified; it must specify the 
grounds upon which it is based and include a statement of 
the facts to be relied upon, and (except in a proceeding under 
sec. 3 hereof) be accompanied by the fee required. 

6. Notice and hearing.—Upon the filing of any petition for 
cancellation the Commissioner shall notify the patentee and 
any person having an interest in the patent which has been 
recorded in the Patent Office, and afford all interested parties 
- opportunity for the presentation of evidence and for a 

e . 

7. Decision.—The decision of the Patent Office shall be 
by the Commissioner or by a panel of the Board of Appeals, 
as the Commissioner may direct. If a case for cancellation 
is made out, the Commissioner shall order the claims or any 
specified claim of the patent canceled. 

8. Review.—The decision of the Patent Office may be re- 
viewed, at the instance of the ieved party, by appeal or 
by civil action as provided in = case of applications for 


patents and interferences, but any review in cases under sec- 
tion 4 shall be in the court having jurisdiction of the action. 
9. Counsel for et ree the request of the patentee, 


in cases under sections 1 and 2, the Attorney General shall 
provide counsel to represent and onpens for the patentee and 
to conduct the proceedings on his behalf.” 


%3In the above copy of the draft a typoere hical error has been corrected and bracketed inserts have 
been used to show changes in citations. This draft was not a proposal advocated by anyone, but was some- 
thing which was included among other subjects by the House committee for the purpose of initiating discus- 
sions of the questions raised. 

The first section brought up the proposal of the Science Advisory Board that applications be laid open 
to the public for the submission of any relevant prior patent or printed publication, with the change that the 
oper was to come after the patent is issued rather than before. This was done for the same purpose 
as in the second section in order to avoid the complications that would arise from the publishing of notices 
of ae applications and making the applications available to the public, and the delays in issuing the 

en 


The second section of the text was intended to bring up oppositions by the public, but arising during the 
first ae after the patent is issued rather than before the patent is issued for the reasons mentioned above 
and is patterned r the recommendation of the National Patent Planning Commission. The grounds 
stated upon which an a can be brought appear to be incomplete; example improper reissue 
(35 U. 8. C. 251) is not included. 

The first paragraph of the third section incorporated the existing jurisdiction of the Ajomey General 
to apply to the courts to cancel a patent on the ground of fraud, ing the change that the action would 
originate in the Patent Office in view of the fact that other revocation actions would also be in the Patent 
Office. The second paragraph of sec. 3 relates to a different subject and its object is apparent; if there were 
revocation proceedings in the Patent Office this might be considered. 

The fourth section of the text was intended as a development of the recommendation of the National 
Patent Planning Commission to accomplish the same objective as the recommendation of the Commission 
and at the same time provide a means of rendering decisions of invalidity in the courts operative in rem, 
since the patent would be revoked by the Patent Office. 

am 5 to ae ane to procedure. The last section follows a recommendation of the National Patent Plan- 
n mm m. 

This proposal, as well as others on other subjects, was eliminated without consideration when the first 
patent revision and codification bill was introduced. 


O 





